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DETAILED ACTION 
Claim Rejections - 35 USC § 101 

35U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 

Claims 1-13, and 17are rejected under 35 U.S.C. 101 because the 
claimed invention is directed to non-statutory subject matter. The claims are 
non-statutory because they lack a technologival nexus. 

Claim 17 is further rejected because it recites that the screen is a printed 
document. In examining the claim, it was interpreted as recited a computer 
generated facsimile of a printed document. 



Claim Rejections - 35 USC § 112 

The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 15, 26 and 27 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly 
claim the subject matter which applicant regards as the invention. 

Claims 15 and 26 recite that the marketing screen comprises a program, 
the program comprising a game. However, as understood by the examiner, a 
game may be played to gain access to the marketing screen, but the marketing 
screen itself does not comprise a game. 

Claim 26 is rejected because it appears to depend from itself. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this section made in this 
Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in a patent granted on an application for patent by another 
filed in the United States before the invention thereof by the applicant for patent, or on an 
international application by another who has fulfilled the requirements of paragraphs (1), (2), 
and (4) of section 371 (c) of this title before the invention thereof by the applicant for patent. 

The changes made to 35 U.S.C. 102(e) by the American Inventors 
Protection Act of 1999 (AIPA) and the Intellectual Property and High Technology 
Technical Amendments Act of 2002 do not apply when the reference is a U.S. 
patent resulting directly or indirectly from an international application filed before 
November 29, 2000. Therefore, the prior art date of the reference is determined 
under 35 U.S.C. 102(e) prior to the amendment by the AIPA (pre-AlPA 35 U.S.C. 
102(e)). 

Claims 1,11,12, 18-25 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Henson (6,167,383). 

As to claims 1 and 18, Henson shows the method and software for the 
method performing the following steps: displaying a representation of a 
customizable item on a marketing screen comprising a web page wherein the 
screen has at least one response field; receiving selection data from the 
customer; updating the displayed representation; and receiving a customer 
response, the response representing customer data. 
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Regarding claims 19-21 , 23 and 25, it is noted that the method steps are 
not a further limitation on the software of claim 18 since the data collection 
software does not manufacture or deliver the item. The claim is treated 
alternatively below as if the limitations were a further limitation. 

As to claims 1 1 and 24, Henson shows charging the customer for at least 
one of manufacture and delivery. 

As to claim 12, Henson shows charging the customer before manufacture 
of the item. 

Claims 1,11,12, 18-25 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Knight (6,344,853). 

As to claims 1 and 18, Knight shows the method and software for the 
method performing the following steps: displaying a representation of a 
customizable item on a marketing screen comprising a web page wherein the 
screen has at least one response field; receiving selection data from the 
customer; updating the displayed representation; and receiving a customer 
response, the response representing customer data since such data is required 
to ship the product. 

Regarding claims 19-21 , 23 and 25, it is noted that the method steps are 
not a further limitation on the software of claim 18 since the data collection 
software does not manufacture or deliver the item. The claim is treated 
alternatively below as if the limitations were a further limitation. 
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Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for 
all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described 
as set forth in section 1 02 of this title, if the differences between the subject matter sought to 
be patented and the prior art are such that the subject matter as a whole would have been 
obvious at the time the invention was made to a person having ordinary skill in the art to which 
said subject matter pertains. Patentability shall not be negatived by the manner in which the 
invention was made. 

Claims 2-10, 13-17, 19-23 and 25-27 are rejected under 35 U.S.C. 103(a) 
as being unpatentable over Henson. 

As to claims 2 and 19, Henson shows all elements except providing at 
least one of manufacturing and delivery of the item at no cost to the customer. 
However, it is notoriously old and well known in the art to provide free shipping 
promotions. It would have been obvious to one of ordinary skill in the art to 
modify the method of Henson by providing free shipping in order to attract more 
customers. 

As to claims 3 and 20, Henson inherently shows selecting an entry point 
before displaying the marketing screen since it shows a welcome page on the 
web site and marketing screens comprising configuration pages entered from the 
welcome page. 

As to claims 5 and 21 , Henson shows an indication of at least 
configuration. 

As to claims 9 and 22, Henson shows all elements except charging a 
company for collection of at least one of the response data and the selection 
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data. However, it is notoriously old and well known in the art to outsource 
functions such as storefront management and data collection, for which charges 
back to the company are made. It would have been obvious to one of ordinary 
skill in the art to modify the method of Henson by outsourcing the function and 
paying for the data collection in order to save money. 

As to claim 10 and 23, Henson shows charging a company for at least one 
of manufacture and delivery (e.g., Fig. 10, billed to Dell Computer). 

As to claim 13, Henson shows specifying a minimum amount of data 
required (see customer information pages). 

As to claims 14 and 25, Henson shows that the marketing screen 
comprises an executable program performed on a processor. 

Regarding claim 19, it is noted that the method steps are not a further 
limitation on the software of claim 18 since the data collection software does not 
manufacture or deliver the item. 

As to claims 16 and 27, Henson shows that the marketing screen 
comprises a displayed web page, the responses and the selections being 
responses to regions on the web page. 

As to claim 17, Henson shows a computer generated facsimile of a printed 
document. 

As to claims 4, 1 5, and 26, Henson shows all elements of the claim except 
accessing the site via a certain performance on a game. However, it is 
notoriously old and well known in the art to do so. For instance, it is notoriously 
old and well known in the art to provide games on web pages or banner ads 
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designed to route the winner to a destination web site. It would have been 

t 

obvious to one of ordinary skill in the art to modify the method of Henson by 
providing access via a game in order to draw more people to the web site. 



Claims 2 and 6 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Knight. 

Knight shows all elements of the claim except that at least one of shipping 
and manufacture of the merchandise is free to the customer. However, it is 
notoriously old and well known in the art to provide free shipping to a customer. 
It would have been obvious to one of ordinary skill in the art to do so in order to 
enhance customer satisfaction and gain more customers. 

As to claim 6, the merchandise comprises an apparel item. 

Claims 7 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Knight as applied to claims 1 , 2, and 6 above, and further in view of Kirsch 
(4,928,831). 

Knight shows all elements of the claim except including a temporary 
covering attached to the item comprising a greeting card. Kirsch shows including 
a temporary covering attached to the item comprising a greeting card. It would 
have been obvious to one of ordinary skill in the art to further modify the method 
of Knight as taught by Kirsch in order to broaden the product line and provide 
items for congratulatory occasions. 
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Conclusion 

The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. 

Any inquiry concerning this communication or earlier communications from 
the examiner should be directed to Steven B. McAllister whose telephone 
number is (703) 308-7052. The examiner can normally be reached on M-Th 8- 
6:30. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Robert P. Olszewski can be reached on (703) 308-5183. 
The fax phone number for the organization where this application or proceeding 
is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from 
the Patent Application Information Retrieval (PAIR) system. Status information 
for published applications may be obtained from either Private PAIR or Public 
PAIR. Status information for unpublished applications is available through 
Private PAIR only. For more information about the PAIR system, see http://pair- 
direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll- 
free). 



Steven B. McAllister 



